li (-^Jt^ V Unit ed States Patent and Tr^tAPEMAi^K QmcE 

UNITED STATES DEPARTMENT OF (7)MMERCE 
Uuited States Patmit aud Truiit^iiiark Offion 

"Address rtiM Ml SSTONKR FCR PA7KXTS 
P (> Be J 

.Jjcianiiia, Vucjnia IIIL^-UIO 

www ll*pto iJCV 



Af P!JC \TIC)N NO 


riLlNG DATE 


URST NAMt;[) ] NVHNTCJR 


ATTORNEY D<:)CIi;ET NO. 


CONFiRMATiON N(J. 




02/05/2UU2 


Christopher Sasvdon 


1 1836. 069 i.P 


3769 


275 M 75*^0 (»6/27/20()3 








STEPHEN H. CAGLE 




EXAMJ.NBK 


HOWREY SIMON ARNOLD & VVHi 1 h LLP 
750 BERING DRIVE 


TI CKER. PHILIP C 


HOUSTON, TX 77057 










ART L'NIT 


f'Al'HKNtJMBBK 



171> 



DAl t MAfLED; OiV27/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 




^^^^^^ 



PTO-90C (Rev. 074)1) 




Office Action Summary 



Application No. 

09/889,364 




Examiner 

Philip C Tucker 



Applicant(s) 

SAWDON ET AL. 



Art Unit 

1712 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- E>tensions of time may be available under Ihe provisions of 37 CFR 1 . 1 36(a) In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- It the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30} days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 

Status 

1 Responsive to communication{s) filed on . 



2a)n This action is FINAL. 2b)C3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Clainns 

4) E1 Clainn{s) 1-11 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [I] Claim(s) US is/are rejected. 

7) 11] Claim(s) 4-11 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction filed on is: a)\Z\ approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 119{a)-(d)or (f). 

a)|SlAII b)n Some'c)n None of: 

1 .r~l Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. H Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic phority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) O The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 , 
Attachment(s) 

1) n Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) CH Notice of Informal Patent Application (PTO-152} 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4. 6) □ Other: 
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DETAILED ACTION 



Claim Objections 



1 . Claims 4-1 1 are objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim cannot depend from another multiple dependent 
claim. See MPEP § 608.01 (n). Accordingly, the claims 4-1 1 have not been further 
treated on the merits. 



2. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 3 teach "selected from the class including" which is improper 
Markush terminology, since such selection could be made from compounds 
which are not listed within the groups. Proper Markush terminology is "selected 
from the group consisting of or other similar language (see MPEP 2173.05 (h)). 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 



Claim Rejections - 35 USC §112 



Claim Rejections - 35 USC § 103 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harmon (4659486). 

Harmon teaches an invert emulsion drilling fluid which comprises an emulsifying 
agent within the scope of the present invention (see abstract and column 3, lines 16- 
32). Harmon teaches that carbon black may be employed as a fluid loss agent in the 
drilling fluid, within the percentages taught herein (column 3, lines 50-64). Harmon 
differs from the present invention in that a specific example of the use of carbon black 
as a fluid loss agent is not disclosed, nor the size of the particles. It would be obvious to 
one of ordinary skill in the art to use carbon black particles in the invert emulsion of 
Harmon, given the teaching of Harmon that such carbon black is useful for the reduction 
of fluid loss therein. The variation of the particle sizes of the carbon black in order to 
optimize the plugging of the formation, to prevent fluid loss, would be an obvious 
variation to one of ordinary skill in the art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Philip C Tucker whose telephone number is 703-308- 
0529. The examiner can normally be reached on Monday - Friday, Flexible schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers 
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Art Unit: 1712 

for the organization where this application or proceeding is assigned are 703-872-9310 
for regular comnnunications and 703-872-931 1 for After Final comnnunications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



0651. 



Philip C Tucker 
Primary Examiner 
Art Unit 1712 




PCT-2831 
June 24, 2003 



